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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-10 are rejected under 35 U.S.C. 102(b as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Matyasi US 4477427. 

Matyasi teaches a process of making alpha alumina. Alumina is mixed with boric 
acid aluminum chloride and calcium salt (Column 3 Lines 45-56). The mixture is then 
calcined at 1200-1350 degrees C (Column 4 Line 31). 

Claims 1-3, and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matyasi US 4477427 as applied to claims 4-10 above, and 
further in view of EP 0680929. 
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Matyasi does not expressly teach that the alpha alumina is pulverized or milled. 

EP '929 teaches a process of making alpha alumina wherein the alumina is 
milled, but the method of milling is not critical. The milling may be performed by, a jet 
mill, a vibration mill, a ball mill, and the like. (Page 8 Lines 25-27) 

At the time of invention it would have been obvious to a person of ordinary skill in 
the art to perform the process of Matyasi including pulverizing or milling the alpha 
alumina inview of EP '929. The suggestion or motivation would have been to regulate 
the particle size (Page 8 Lines 32-35). 

With respect to claims 1-3, where the claimed and prior art product(s) are 
identical or substantially identical, or are produced by identical or substantially identical 
process(es) the burden of proof is on applicant to establish that the prior art product(s) 
do not necessarily or inherently possess the characteristics of the instantly claimed 
product(s), see In re Best, 195 USPQ 430. 

Claims 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matyasi US 4477427 in view of EP 0680929 as applied to claims 1-3, and 11- 
12 above, and further in view of JP 2000123635. 

Matyasi and EP 0680929 do not expressly state the use of the alumina product. 

JP '635 teaches that alumina may be combined with a polymer to form an 
electrically insulating and cooling material (Abstract). 

At the time of invention it would have been obvious to a person of ordinary skill in 
the art to form the process of Matyasi in view of EP '929 to include making an 
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alumina/polymer mixture in view of the teaching of JP '635. The suggestion or 
motivation for doing so would have been to provide an electrical insulating and cooling 
material (Abstract). 

Claims 4-12 are rejected under 35 U.S.C. 102(b as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over EP 0680929. 

EP '929 teaches a process of making alpha alumina. Alumina is mixed with boric 
acid aluminum chloride (Page 6 Lines 33-35) and calcium salt (Page 1 Line 1). The 
mixture is then calcined at 800-1200 degrees C (Page 7 Line 53). The alumina is milled, 
but the method of milling is not critical. The milling may be performed by, a jet mill, a 
vibration mill, a ball mill, and the like (Page 8 Lines 25-27). 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
EP 0680929. 

With respect to claims 1-3, where the claimed and prior art product(s) are 
identical or substantially identical, or are produced by identical or substantially identical 
process(es) the burden of proof is on applicant to establish that the prior art product(s) 
do not necessarily or inherently possess the characteristics of the instantly claimed 
product(s), see In re Best, 195 USPQ 430. 
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Claims 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over EP 0680929 as applied to claims 1-12 above, and further in view of JP 
2000123635. 

EP 0680929 does not expressly state the use of the alumina product. 

JP '635 teaches that alumina may be combined with a polymer to form an 
electrically insulating and cooling material (Abstract). 

At the time of invention it would have been obvious to a person of ordinary skill in 
the art to form the process of EP '929 to include making an alumina/polymer mixture in 
view of the teaching of JP '635. The suggestion or motivation for doing so would have 
been to provide an electrical insulating and cooling material (Abstract). 

Claims 1-2 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over EP 0644279. 

EP '279 teaches an alpha alumina product with an average grain diameter of 0.1 
to 5 microns and a narrow grain size distribution (Abstract). The D to H ratio is 0.5 to 3 
(wherein D is the maximum grain diameter in parallel with the hexagonal lattice plane of 
the alpha-alumina having a hexagonal closest lattice structure and H is the grain 
diameter perpendicular to the hexagonal lattice plane) (Abstract). The D90/D10 ratio is 
not more than 10 (Page 4 Line 50). 
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Claims 3, and 13-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 0644279 as applied to claims 1-2 above, and further in view 
of JP 20001 23635. 

EP 0644279 does not expressly state the use of the alumina product. 

JP '635 teaches that alumina may be combined with a polymer to form an 
electrically insulating and cooling material (Abstract). 

At the time of invention it would have been obvious to a person of ordinary skill in 
the art to form the process of EP '279 to include making an alumina/polymer mixture in 
view of the teaching of JP '635. The suggestion or motivation for doing so would have 
been to provide an electrical insulating and cooling material (Abstract). 

With respect to claim 3, where the claimed and prior art product(s) are identical 
or substantially identical, or are produced by identical or substantially identical 
process(es) the burden of proof is on applicant to establish that the prior art product(s) 
do not necessarily or inherently possess the characteristics of the instantly claimed 
product(s), see In re Best, 195 USPQ 430. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Fiorito whose telephone number is (571 )272- 
7426. The examiner can normally be reached on 9am - 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571 ) 272-1358. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. // // 



273-8300. 



James Fiorito 
AU 1793 
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